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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from
an examner’'s rejection of clainms 10-17, 18, and 29-36. W

reverse.

BACKGROUND

The appellant’s light source is nounted in the distal end
of an endoscope to illum nate an object within a bodily
cavity. A series of four red, fourteen green, and ten bl ue

light-emtting-diodes (LEDs) is nmounted and arranged on a



Appeal No. 1999-2039 Page 2

Appl i cation No. 08/531, 424

ceram c substrate in a circular pattern concentrically around
the optical path of the endoscope. A reflector cup surrounds
each LED to control the angular distribution of light emtted
by the LED. The LEDs are electrically wired to an
illTumnation circuit that triggers themto emt red, green
and blue light, respectively, in synchronization with the
field period of an endoscopic canera. The appellant asserts
that mounting the LEDs in the distal end of the endoscope
avoids the loss of light through fiber optics cables and
connections that plagues the prior art and that it elimnates

the prior art’s need to sterilize the cables and connecti ons.

Claim 15, which is representative for present purposes,
fol | ows:

15. A conpact |ight source for illum nating an
object while in a body cavity, said |ight source
conprising first, second, and third color LED s
fixed to a comon substrate, said first, second, and
third color LED s electrically connected to said
substrate and to each other in a pattern whereby
said first, second and third color LED s can be
separately operated in a sequential manner; said
first, second, and third color LED s arranged in a
generally concentric pattern surrounding a |ight
transm ssive aperture centrally disposed in said
substrate in the center of said pattern, and said
substrate and aperture having a central axis coaxi al
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with a central axis of an objective | ens system of
an endoscopi c canera used in conjunction with said
conpact |ight source.

The prior art applied by the examner in rejecting the

clains foll ows:

Kaki nunma et al. (Kaki numa) 4,074, 306 Feb. 14,
1978
Pileski et al. (Pileski) 5,379, 756 Jan.
10, 1995

(filed Sep. 11, 1992)
Nagasaki 4,633, 304 Dec. 30,
1986
Uehara et al. (Uehara) 4,868, 647 Sep. 19,
1989
Moore et al. (Moore) 4, 253, 447 Mar. 3,
1981.

Clains 10, 11, 15, 17, and 19 stand rejected under 35 U. S. C
§ 103(a) as being obvious over Kakinuma in view of Pileski.
Clains 29-34 and 36 stand rejected under 8 103(a) as being
obvi ous over Kakinuma in view of Pileski further in view of
Nagasaki. Cains 29-34 and 36 stand rejected under 8§ 103(a)
as bei ng obvi ous over Kakinuma in view of Pileski further in

vi ew of Nagasaki even further in view of Uehara. Cains 12
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and 13 stand rejected under 8 103(a) as bei ng obvi ous over
Moore in view of Kakinuma further in view of Pileski. Caim
14 stands rejected under 8 103(a) as being obvious over Moore
in view of Kakinuma further in view of Pileski even further in
vi ew of Nagasaki. Rather than reiterate the argunents of the
appel l ant or examner in toto, we refer the reader to the

brief and answer for the respective details thereof.

CPI NI ON
After considering the record, we are persuaded that the
examner erred in rejecting clains 10-17, 18, and 29- 36.
Accordingly, we reverse. W begin by summarizing the

examner's rejection and the appellant‘s argunent.

Adm tting that *“Kakinuma et al does not particularly
disclose ... light emtting diodes arranged in a generally
concentric pattern surrounding a light transm ssive centra
aperture in the center of the pattern,” (Exam ner’s Answer at
4-5), the exam ner asserts, "[i]t is considered obvious that
the light emtting diodes of Kakinuma et al may be provide in

pl ace of the optical fibers of Pileski et al for the sanme
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I ighting purposes. Therefore, it would have been obvious to
one of ordinary skill in the art, having the Kaki nunma et al
and Pileski et al references in front of himher and the
general know edge of imaging techniques within an endoscope,
woul d have had no difficulty in providing surround |ighting
techni ques within an endoscope as taught by Pileski et al for

t he endoscope system of Kakinuma et al for the sanme well known

purposes as clainmed."” (Ld. at 5.) The appellant argues,
"Pil eski and Kakinunma do not teach an internal |ight source
(i.e. light source capable of being inserted into a body

cavity) nounted at a distal end of an endoscope concentric
about a light aperture and axially aligned with the endoscope

sheath." (Appeal Br. at 13.)

Clainms 10 and 11 specify in pertinent part the foll ow ng
[imtations: "b. illum nation neans nounted at the distal end
of said sheath; ... e. the illumnation nmeans conprising a
plurality of light emtting diodes arranged in a generally
concentric pattern surrounding a light transm ssive centra
aperture in the center of said pattern, said central aperture

having a central axis aligned wth and coaxial with a centra
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axis of said objective lens systemand with a central axis of

said sheath.” Simlarly, clainms 12-14 specify in pertinent
part the followwng limtations: "illum nation nmeans nounted at
the distal end of a canera sheath, the illum nation neans

conprising a plurality of light emtting diodes arranged in a
generally concentric pattern surrounding a light transm ssive
central aperture, said central aperture having a central axis
coaxially aligned with a central axis of said canmera sheath

." Also simlarly, clains 15 and 16 specify in pertinent
part the following limtations: “[a] conpact |ight source for
illumnating an object while in a body cavity, said |ight
source conprising first, second, and third color LED s fixed
to a common substrate, ... said first, second, and third col or
LED s arranged in a generally concentric patter surrounding a
[ight transm ssive aperture centrally disposed in said
substrate in the center of said pattern, and said substrate
and aperture having a central axis coaxial with a central axis
of an objective | ens system of an endoscopi c canera used in
conjunction with said conpact |light source.” Simlarly,
clainms 17 and 19 specify in pertinent part the follow ng

[imtations: “illumnation nean for emtting light fromsaid
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systemtoward an object to be viewed wthin body cavity, said
illum nation means nmounted within the distal end of said
endoscope, said illumnation nmeans conprising a plurality of
LED s nounted to a ceramic substrate in an annular pattern
surroundi ng an aperture centrally fornmed in said pattern and
in said substrate whereby said substrate an aperture have a
central axis coaxially aligned wwth a central axis of said
endoscope.” Further simlarly, clainms 29-36 specify in
pertinent part the followwng [imtations: “an optical head of
the canera, the optical head having a shape and size whereby
the head can be endoscopically inserted and positioned within
t he body cavity, the light source positioned in the optical
head and conprising a plurality of light emtting diodes
arranged in a generally concentric pattern surrounding a |ight
transm ssive central aperture in the center of said pattern,
said central aperture and said pattern of light emtting

di odes having a central axis coaxially aligned with a centra
axis of the optical lens system” Accordingly, clainms 10-17,

18, and 29-36 require inter alia LEDs arranged concentrically

around a central light aperture and nounted at an end (of an

endoscope) that is inserted into a bodily cavity.
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The examner fails to identify a persuasive suggestion to
conbi ne the teachings of the references. “[l]dentification in
the prior art of each individual part clainmed is insufficient
to defeat patentability of the whole clained invention. |In re
Kot zab, 217 F.3d 1365, 1370, 55 USPQ2d 1313, 1316 (Fed. G

2000) (citing In re Rouffet, 149 F.3d 1350, 1357, 47 USPQd

1453, 1457 (Fed. Cr. 1998)). “Rather, to establish

obvi ousness based on a conbi nation of the elenments discl osed
in the prior art, there nmust be sone notivation, suggestion or
teaching of the desirability of nmaking the specific

conbi nation that was made by the applicant.” 1d., 55 USPQd

at 1316 (citing In re Dance, 160 F.3d 1339, 1343, 48 USPQd

1635, 1637 (Fed. Cr. 1998); In re Gordon, 733 F.2d 900, 902,

221 USPQ 1125, 1127 (Fed. Cir. 1984).

Here, although Pileski discloses “optical fibers 27 which
are fanned out and arranged in an arc disposed in the annul ar
space between the lens retainer 20 and the cylindrical wall 28
of the insertion tube,” col. 4, Il. 4-7, the exam ner fails to
show sone notivation, suggestion, or teaching of the

desirability of disposing Kakinuma’'s “light emtting chips
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106, 107, 108,” col. 12, |. 61, in the arrangenent taught by
Pileski. The examner’'s stated reasons, viz., “for the sane

Iighting purposes,” (Exam ner’s Answer at 5), and “for the
sanme well known purposes as clained,” (id.), do not address,
| et al one persuade us of, the desirability of his proposed

rearrangement.

Rel ying on Nagasaki to “teach[] wireless transmtter
means (12, 13 of Figure 1) for transmtting video data from
vi deo sensor neans 4 of Figure 1 to a renote receiver,”

(Exam ner's Answer at 7); Uehara to “disclose[] an electronic
endoscopi ¢ apparatus as shown in Figure 2, and teach[] the
conventional use of generation of chrom nance and | um nance
col or video signals (see 46-48 of Figure 2) fromlight
reflected fromobjects;” (id. at 8); and More “disclose[] a
col or endoscope with charged coupl ed device and tel evision
view ng as shown in Figures 1, 2, and 5, and substantially the
sane endoscopi c video canera systemas clained in clainms 12
and 13,” (id. at 9-10); the examner fails to allege, |et

al one show, that the additional references cure the

af orenenti oned deficiency. Because Kakinuma’s |light emtting
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chi ps are not disposed around a central |ight aperture, and
there is no evidence that Pileski’s arrangenent of optical
fibers woul d have been desirable for the fornmer reference’s
chips, we are not persuaded that teachings fromthe prior art
woul d have suggested the proposed conbi nati on of Kaki numa and
Pileski nor the limtations of "b. illum nation nmeans nounted
at the distal end of said sheath; ... e. the illumnation
means conprising a plurality of light emtting di odes arranged
in a generally concentric pattern surrounding a |ight

transm ssive central aperture in the center of said pattern,
said central aperture having a central axis aligned with and
coaxial with a central axis of said objective |l ens system and
with a central axis of said sheath;" “illum nation neans
nounted at the distal end of a camera sheath, the illum nation
means conprising a plurality of light emtting di odes arranged
in a generally concentric pattern surrounding a |ight

transm ssive central aperture, said central aperture having a
central axis coaxially aligned with a central axis of said
canera sheath;” “[a] conpact |ight source for illum nating an
object while in a body cavity, said |ight source conprising

first, second, and third color LED s fixed to a comon



Appeal No. 1999-2039 Page 11

Appl i cation No. 08/531, 424

Substrate, ... said first, second, and third color LED s
arranged in a generally concentric patter surrounding a |ight
transm ssive aperture centrally disposed in said substrate in
the center of said pattern, and said substrate and aperture
having a central axis coaxial with a central axis of an

obj ective | ens system of an endoscopi c canmera used in
conjunction with said conpact light source;” “illum nation
mean for emtting light fromsaid systemtoward an object to
be viewed within body cavity, said illumnation nmeans nounted
within the distal end of said endoscope, said illum nation
means conprising a plurality of LED s nounted to a ceramc
substrate in an annul ar pattern surrounding an aperture
centrally fornmed in said pattern and in said substrate whereby
said substrate an aperture have a central axis coaxially
aligned with a central axis of said endoscope;” and “an
optical head of the camera, the optical head having a shape
and size whereby the head can be endoscopically inserted and
positioned within the body cavity, the |ight source positioned
in the optical head and conprising a plurality of |ight
emtting diodes arranged in a generally concentric pattern

surrounding a light transm ssive central aperture in the
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center of said pattern, said central aperture and said pattern
of light emtting diodes having a central axis coaxially
aligned with a central axis of the optical |ens system”
Therefore, we reverse the rejection of clains 10, 11, 15, 17,
and 19 as bei ng obvi ous over Kakinuma in view of Pileski, of
clainms 29-34 and 36 as bei ng obvi ous over Kakinuma in view of
Pil eski further in view of Nagasaki, of clains 29-34 and 36 as
bei ng obvi ous over Kakinuma in view of Pileski further in view
of Nagasaki even further in view of Uehara, of clains 12 and
13 as bei ng obvi ous over Mdore in view of Kakinuma further in
view of Pileski, and of claim 14 as bei ng obvi ous over Nbore
in view of Kakinuma further in view of Pileski even further in

vi ew of Nagasaki .

CONCLUSI ON

In summary, the rejection of clainms 10-17, 18, and 29-36

under 8 103(a) is reversed.
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REVERSED

JAMVES D. THOVAS
Adm ni strative Patent Judge

BOARD OF PATENT

ERROL A. KRASS APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

LANCE LEONARD BARRY
Adm ni strative Patent Judge
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